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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)Q This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) 1-17 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 25 September 2003 is/are: a)D accepted or b)M objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)[3 All b)Q Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 3673 

DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: page 1 the 
mention of "preamble of the principal claim" should be omitted. Since during 
prosecution the scope of the claims can change and it is hot clear what is considered as 
the principal claim. At page 17, "the edge mini-disk bit 8 at the additional conveying 
screws 18,19,20,21" appear to be incorrect since disk bit 9 is on the additional 
conveying screws. Appropriate correction is required. 

Information Disclosure Statement 

2. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609 A(1) states, "the 
list may not be incorporated into the specification but must be submitted in a separate 
paper." Therefore, unless the references have been cited by the examiner on form 
PTO-892, they have not been considered. 

Applicant should submit reference disclosed on page 12 of the specification so 
examiner can make a full determination of patentability of the claims. 

Drawings 

3. The drawings are objected to under 37 CFR 1 .83(a) because they fail to show 
reference character "27" as described in the specification (page 19). Any structural 
detail that is essential for a proper understanding of the disclosed invention should be 
shown in the drawing. MPEP § 608.02(d). Corrected drawing sheets in compliance with 
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37 CFR 1.121 (d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being - 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several 
views of the drawings for consistency. Additional replacement sheets may be necessary 
to show the renumbering of the remaining figures. The replacement sheet(s) should be 
labeled "Replacement Sheet" in the page header (as per 37 CFR 184(c)) so as not to 
obstruct any portion of the drawing figures. If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 
4. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the additional 
conveying screws called for in claims 3,10, 17 must be shown or the feature(s) canceled 
from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
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is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. The replacement sheet(s) should be labeled "Replacement 
Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of 
the drawing figures. If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

5. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the mini-disk arranged 
directly on the cutting roller as called for in claims 6 and 13 must be shown or the 
feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
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of the remaining figures. The replacement sheet(s) should be labeled "Replacement 
Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of 
the drawing figures. If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 3, 6,10, 13, 15 and 17 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. Claims 3,10 and 17 call for "the frustum length of be higher by 
the depth of penetration of the mini-disk bits in the two edge areas on the frustum length 
than in the additional conveying screws in the middle wall area" was never described in 
the specification adequately; therefore one skilled in the art cannot make and/or use the 
inventions as claimed. Claims 6 and 13 call "behind the cutting roller ... cutting line 
distance" was never described adequately; therefore one skilled in the art cannot make 
and/or use the invention as claimed. 

Claim 15, "mini-disk bits in each frusta area being directed inwardly" is new matter. 
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8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1-17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are replete with indefiniteness and antecedent basis errors that are too 
numerous to mention each one specifically. Applicant should check all claims and 
correct all errors. Some examples are noted: 

Claim 1 , it is unclear how the "mining member", "cutting roller", "roller body" and "roller 
jacket" all related. 

Claim 1 line 19+, "roller equipped with said ... rotation of the roller" is awkward and 
confusing. 

Claim 1 lines 21-22, "the two frusta" is recited; at line 13 "outwardly tapering frusta" is 

recited; it appears that they are the same therefore they should be related. 

Claim 2 lines 1-2, "mini-disk bits on said two halves of the wall are conveying screws" is 

awkward and confusing. Does not correspond to description at page 16 of specification. 

Claim 3, "the additional conveying screws" lacks clear antecedent basis; furthermore, 

the additional conveying screws were never shown or disclosed in the specification as 

being in the middle wall area. 

Claim 4 line 1 "that the roller body" is awkward. 

Claim 6 line 3, "either directly on the cutting roller ...the cutting line distance" is 
confusing, lacks antecedent basis in the specification and all the alternatives were never 
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shown in the drawings. Furthermore, "said additional conveying screws" lacks clear 

antecedent basis. (Emphasis added), "behind the cutting roller..." is never described in 

the specification to enable one to understand the claimed invention. 

Claim 7 "said axis of lacks clear antecedent basis and is confusing. 

Claim 10 "the additional conveying screws" lacks, clear antecedent basis; furthermore, 

the additional conveying screws were never shown or disclosed in the specification as 

being in the middle wall area. 

Claim 1 1 line 1 "that the roller body" is awkward. 

Claim 13 line 3, "either directly on the cutting roller ...the cutting line distance" is 
confusing, lacks antecedent basis in the specification and all the alternatives were never 
shown in the drawings. Furthermore, "said additional conveying screws" lacks clear 
antecedent basis. (Emphasis added), "behind the cutting roller..." is never described in 
the specification to enable one to understand the claimed invention. 
Claim 14 "said axis of lacks clear antecedent basis and is confusing. 
Claim 15 line 17+, "having wedge ... other half of said cylindrical middle area" is 
confusing. Furthermore, "said min-disk bits in each frusta area being directed inwardly" 
appears incorrect and possible constitute new matter. It appears that it should be the 
wedge flank that is directed inwardly. 

Claim 16 "the wall are conveying screws" is confusing. Furthermore, "the wall" lacks 
clear antecedent basis. 

Claim 17 is similarly rejected as claims 3 and 10 above. 

Conclusion 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sunil Singh whose telephone number is (703) 308-4024. 
The examiner can normally be reached on Monday through Friday 8:30 AM-5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Shackelford can be reached on (703) 308-2978. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Sunil Singh 9 
Primary Examiner /jvi u*. 
Art Unit 3673 ' 





